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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
10/06/2006 has been entered. 

Response to Amendment 

2. The amendment filed on 8/17/2006 has been entered. The amendment to the 
specification overcomes the new matter objection set forth in the office action mailed on 
5/22/2006. The amendment to the claims overcomes the 35 USC 112 first and second 
paragraph rejections set forth in the office action mailed on 5/22/2006 except for the 
rejection of claims 21,41, and 64 set forth at page 5 last paragraph in the office action 
mailed on 5/22/2006. 

Response to Arguments 

3. Applicant's arguments filed 8/17/2006 concerning the 35 USC 101 rejection have 
been fully considered but they are not persuasive. The changes to the claims do no 
overcome the 35 USC 101 rejection because the claims do not claim a useful and 
tangible result of the mathmaticl algorithm that the claims represent. The term "media" 
is an abstract entity without a clear definition in the specification. The term "for display" 
is an abstract intended use. Adding to the independent claims the claimed "for display" 
is not enough because "for display" is an intended use and the claimed "media" and 
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"digital ink" are abstract entities in the computer unlike the anti-aliased pixel illumination 

intensity data to be displayed on a display means of In re Alappat, 31 USPQ2d 1545, 

1555, 1557 (Fed. Cir. 1994) and unlike the dollar amounts of State Street Bank & Trust 

Co. v. Signature Financial Group Inc., 47 USPQ2d 1596, 1601 (Fed. Cir. 1998) and 

unlike the condition of a patient's heart of Arrhythmia Research Technology Inc. v. 

Corazonix Corp., 22 USPQ2d 1033 (Fed. Cir. 1992). Alappat discussed claim 15 at 

page 1555 and discussed their rationale at page 1557. State Street discussed the 

dollar amounts rationale at page 1 601 . Additionally at page 1 599 State Street 

construed the means of the claims at elements d, e, f, and g to include storing of 

calculated values and this storing was not used in the analysis of the claim in 

determining the transformation of data, representing discrete dollar amounts, by a 

machine through a series of mathematical calculations into a final share price, 

constitutes a practical application of a mathematical algorithm, formula, or calculation, 

because it produces "a useful, concrete and tangible result"--a final share price 

momentarily fixed for recording and reporting purposes and even accepted and relied 

upon by regulatory authorities and in subsequent trades. 

Alappat's claim 15 discussion: 

When independent claim 15 is construed in accordance with Section 112 Para. 6, 
claim 15 reads as follows, the subject matter in brackets representing the 
structure which Alappat discloses in his specification as corresponding to the 
respective means language recited in the claims: 

A rasterizer [a "machine"] for converting vector list data representing sample 
magnitudes of an input waveform into anti- aliased pixel illumination intensity data to be 
displayed on a display means comprising: 

(a) [an arithmetic logic circuit configured to perform an absolute value function, or 

an equivalent thereof] for determining the vertical distance between the 

endpoints of each of the vectors in the data list; 
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(b) [an arithmetic logic circuit configured to perform an absolute value function, or 
an equivalent thereof] for determining the elevation of a row of pixels that is 
spanned by the vector; 

(c) [a pair of barrel shifters , or equivalents thereof] for normalizing the vertical 
distance and elevation; and 

(d) [a read only memory (ROM) containing illumination intensity data, or an 
equivalent thereof] for outputting illumination intensity data as a predetermined 
function of the normalized vertical distance and elevation. 



Alappat's rationale discussion at page 1557: 
(b) 

Given the foregoing, the proper inquiry in dealing with the so called mathematical 
subject matter exception to Section 101 alleged herein is to see whether the 
claimed subject matter as a whole is a disembodied mathematical concept, 
whether categorized as a mathematical formula, mathematical equation, 
mathematical algorithm, or the like, which in essence represents nothing more 
than a "law of nature," "natural phenomenon," or "abstract idea." If so, Diehr 
precludes the patenting of that subject matter. That is not the case here. 
Although many, or arguably even all, — of the means elements recited in claim 15 
represent circuitry elements that perform mathematical calculations, which is 
essentially true of all digital electrical circuits, the claimed invention as a whole is 
directed to a combination of interrelated elements which combine to form a 
machine for converting discrete waveform data samples into anti-aliased pixel 
illumination intensity data to be displayed on a display means. 23 This is not a 
disembodied mathematical concept which may be characterized as an "abstract 
idea," but rather a specific machine to produce a useful, concrete, and tangible 
result. 



State Street's rationale discussion at page 1601 : 

Today, we hold that the transformation of data, representing discrete dollar 
amounts, by a machine through a series of mathematical calculations into a final 
share price, constitutes a practical application of a mathematical algorithm, 
formula, or calculation, because it produces "a useful, concrete and tangible 
result"--a final share price momentarily fixed for recording and reporting purposes 
and even accepted and relied upon by regulatory authorities and in subsequent 
trades. 
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Thus, in this application amending the claims with "for display" does not produce a 
useful, concrete, and tangible result. 

For example claim 1 needs to at least claim at line 1 "generating and displaying 
temporary digital ink", at line 2 "displayed media", and at lines 3, 4, and 5 "displayed 
digital ink" but claim 1 also needs to exclude the "a memory and the like" portion of the 
defintion of user device given by applicant at page 6 line 2 as well as " a printer, a 
copier or other image forming device, a facsimile device defintion of display given by 
applicant at page 6 lines1-2 because the outputs of these devices do not have digital ink 
and do not have digital ink that fades. Amending the body of the claim to display on a 
display device, see definition of user device 10 at page 5 line 32 to page 6 line 4, the 
media, digital ink and fading digital ink, may help also to claim a useful and tangible 
result. Additionally for claims 70-73 adding in the body of the claim displaying the 
recovered digital ink may help. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 21, 41, and 64 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claims 21, 41, and 64: 

These claims claim "at least one of color, thickness and shape of the selected 
digital inks", therefore they are indefinite for the same reasons given in the office action 
mailed on 12/12/2005 and 5/22/2006. In view of Superguide, IPXL Holdings, and 
Brown this phrase is to be read as at least one of A, B, C, D, and E and is not 
alternative, thus, this claim does not distinctly claim that which is described in 
paragraphs 0037-0041. 

Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-5, 7-25, 27-48, 50-66, 68, and 70-73 are rejected under 35 U.S.C. 101 
because the claimed invention is directed to non-statutory subject matter. 

Claims 1-5, 7-25, 27-48, and 50-66: 

Independent claims 1 , 24, 44, 68 and 70-72 all claim "digital ink for display on a 
media". It is not apparent from these amended claims the "concrete, useful, and 
tangible result". The term "media" is an abstract entity without a clear definition in the 
specification. The term "for display" is an abstract intended use. Paragraph 20 defines 
media as a broad range of images and objects. Paragraph 22 describes outputs 
devices used to display the "process media data", however, this "concrete, useful, and 
tangible" output having a "concrete, useful, and tangible result" on a device is not 
claimed. Thus, these claims are directed to manipulating abstract ideas. For example 
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claim 1 needs to claim at line 1 "generating and displaying temporary digital ink", at line 

2 "displayed media", and at lines 3, 4, and 5 "displayed digital ink". State Street Bank & 

Trust Co. v. Signature Financial Group Inc. (CA FC) 47 USPQ2d 1596, 1603 

(7/23/1998). AT&T Corp. v. Excel Communications Inc. (CA FC) 50 USPQ2d 1447. 

On page 1 603 first paragraph the CAFC wrote in State Street: 

Under Benson , this may have been a sufficient indicium 
of nonstatutory subject matter. However, after Diehr and 
Alappat , the mere fact that a claimed invention involves 
inputting numbers, calculating numbers, outputting 
numbers, and storing numbers, in and of itself, would not 
render it nonstatutory subject matter, unless, of course, its 
operation does not produce a "useful, concrete and tangible 
result." Alappat , 33 F.3d at 1544, 31 USPQ2d at 1557. 7 



On page 1603 paragraph labeled [4] the CAFC wrote: 

[4] The question of whether a claim encompasses statutory 
subject matter should not focus on which of the four 
categories of subject matter a claim is directed to 9 - 
process, machine, manufacture, or composition of matter- 
but rather on the essential characteristics of the subject 
matter, in particular, its practical utility. Section 101 specifies 
that statutory subject matter must also satisfy the other 
"conditions and requirements" of Title 35, including novelty, 
nonobviousness, and adequacy of disclosure and notice. 
See In re Warmerdam , 33 F.3d 1354, 1359, 31 
USPQ2d 1754, 1757-58 (Fed. Cir. 1994). 
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Allowable Subject Matter 

8. Claims 1-5, 7-25, 27-48, 50-66 and 70-73 would be allowable if rewritten or 
amended to overcome the rejection(s) under 35 U.S.C. 101 set forth in this Office 
action. 

Claims 1-5, 7-25, 27-48, and 50-66: 

The prior art of record fails to teach or suggest the five variables alternatively 
used to determine the predetermined time. See applicant remarks filed on 9/28/2005 at 
pages 14 and 15. . 

Claim 68: 

The prior art of record fails to teach or suggest wherein the predetermined speed 
depends on an importance determination of a word in the media marked by the digital 
ink, however, it does need a displaying step displaying the media, displaying the digital 
ink on the displayed media, and displaying the fading digital ink displayed on the 
displayed media which displaying step needs to be in alignment with the specification. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffery A Brier whose telephone number is (571 ) 272- 
7656. The examiner can normally be reached on M-F from 7:00 to 3:30. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Michael 
Razavi, can be reached at (571 ) 272-7664. The fax phone Number for the organization 
where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pairTdirect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Jeffery A Brier 
Primary Examiner 
Division 2628 



